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Sir: 

I.-n.omasP.Feist,decla«andstate: ^ „ c,,^,^ WilUams 

1 My educational background includes -d B.S. in Chermsur i™ 
Con.ge(1985).andaP.D.inMaterialsScienceandEngineeringfro.Universityo^ 

Pennsylvania (1991). 

2. I have been employed by the General Electric Company since 1996, where 
lamcurrentlyn^ager of thcThinBUnsUboratoryatGE Global Research. 

3. 1 have worked in the field of data storage media since 1997. 

4. I have read and understand U.S. Patent AppUcadon Serial No. 09/845.743 
(hereinafter the "Patent Application"). 

5. I have read and understand U.S. Patent No. 5,538,774 to l^din et al.. JP- 
02-096921 A (JP '921; abstract only), U.S. Patent No. 6.156,422 to Wu et al., U.S. Patent 
No. 6,433,964 to Chang, and U.S. Patent No. 4.91 1.967 to Lazrari. 
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Paper 13, (hereinafter ■■Rnal Rqecdon"). 

.^».».e..ee.o.»«»in,.^pc....h«*e..e»Wo.re.».i.S*.su.of 

»...i„.h.^.ots»....meau.»e„a.mep»^»l™«'*"-»'»«'" 
,^,„g,.Uis,.,unde,sunding,h«i.ve»«v.ness.s«e,™ine<.«-.an»o.*e 

i„ve..on»an«i„Hnd^^tA,-,e.imeof*ep,..»..tave„.i»."->i™»»'^"' 
,.vek.o«n.b»u,o, bee .we .op.o*KO,.or.gc media a.cWr»ed in*. present 

.ppac«ionb.aed„pon*e.e.ei.i.gsotun*e.a.., IP ■921,W„e..,.,a.ang. and/or 

Lazzari. 

8. 'n.efollowingisasumwofthehistoryofstoragemed.a. Itshouldbe 

understood that this a:.a of technology is crowded, very acUve. and very inventive. As is 
well known, in the early 1980s, most people worked on tern^nals connected to very 1.^ 

mainframe computers that stoi.d all of the data. These mainframe computers ("main 
W) were the size of smalliooms. By the end of the 1980s, many people, 
particularly collegp students and businesses, owned and worked on personal computers 
where data was stored locally, in computers the size of boxes that rea*ly fit beneath a 
desk, and/or on floppy disks (i.e., a media that i^uired a solid plastic housing due to its 
highly flexible nature). THese floppy disks were capable of storing a maximum of less 
than 1 megabyte (MB) of data. The next advance in the technology was the advent of the 
smallerfloppy disk that stored moiedata(i.e., 1.44 MB of data). Although there is 
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^ floppy w» not obviou. in .i«v o£ o-gin^ «oPPy 

Mo»su,.»i»=ndspcedw»n«d.d^*.noppydi*.^.— "••"•^^ 

(.g.p,oh.f.m.,«i.di^«r)and.o„^.y avail* .o me 8.nen,lpnbl,o. 
^„».,he^.,.99»s*»K«.aia.-a-»reavaiUb,..o*e^e«i^b.c»*. 

.„»„.r,f.,«.che.p.r.hisb.aap.=i,yH.„.di...H.^di,.d.wsbeo,^».n-» 

K„„.oo™pu.a»...alia.i„pe»..aon,p«=.«a«,inb«.nessaa.E.«,mal.,»« 

U,nl.ngf.c».for,ha.ah^dia,c.howa™r,b«.n«».fM=.,c.pabi,i.yofpu«ng 

.aaiaonl ^ New r^c^, baad and niagnedc *in fiM »ctao.ogy haa 

„.n,«d in condnnal inoc^a in d«a den^iy. bu. *. « of inc,^ .low«i. 
i^ *e newer diaka wee ..aehing iechnologicai lio^ia of dam density (bita pe, >,«an= 
inch,, and in fact >^ .pp™«:hing ti-e -.uper-par^nanc linif where «idi«ond dau 
««ld no. be dispoaed onto the dialc widiotu .he po«naal for aponu«,eona loa. of d«a d« 
,0 demagnedzotion. The teehnology had to take another am, or it would no, «lvaBe. 

9; The pt.»>.t Paten, Application t«chea >M clataa ,he next advance to the 
technology where the .utemtte for the atorage media cotnprises at least one plasbc 
p„ni»,. an edge M heigh, of leas dian .bo», 8 ^ a surface roughn^ts of less than .bon, 
lOA, and m axial diapla»n>en, peak of Icsa lhan abota 500 ^ under shock or vibruion 
exoiution, m pteaen, application additio»illy teaches the effcca and desi^d tnodal 
frc^ies, tut, surface features, motnent of incni^ and other f»;.o,. that enable 
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the present application. 

b...r,.cfm„8dMesi„.mThe,«hno.o,yh.sW«r*»c.d.^l«9,=*. 

^«„,c.adv„cesmu„»>.dby.he^.p.-.how=.=r,dono..nd.,*.p«»« 

i.,e.aon 0W0». Ac«»n,, .hey s«PPO« .h. posilon .« «lvan»s na.-ob™u, 

g„.Uy toW. Tl^ b»n gre.. — ia, .„o«ss in Un, a»a, ««. *c ™.rk« 
for higher capacity media is growing exponentially. 

U, Theli™u..i<».s..ughtandclaiMedintl,ePn>™tApplieation«=n=not 
obvioua to artisans a. the «me of the Ptesent Applieatton. Gr«Ued, a desite to Itnprove 
capacity axUted. and continues to exist. Avenuea and proce»,es that enable stKh 
i„^en. did not exist. In fact, the,. several atid., wnt»„ about the ne«l «. 
find anew «ay to achieve higher density tnedia and "beaf the s„p«pa«»na6nede linn.. 
Resea^hera have pos.oU.ed variot. mm. of achieving this. s«* as Heat AssisBd 
Magnetic Recording, but none have been able to den»nstra.e a way to achieve it. In 
oa«r wonls, an unfulfilled need existed ta the industry that is me. by the picsent 
i„v«,tto„. A there desire to have an improved product does ,^ r«,der the improven«n. 
obvious. If Ul of aiese i,npn.v.n«nu were so obvious, the n«-ket for this tecta»logy 
would not be dotninated h, a Udful of high technology companies- i. would be flood»i 
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^ p^l. «. »d„s » »duce n««. size, and increase 

„«iev»l speeds in «d=, B give meir comply » compeSdve adv^uge in 
marketplace. 

12. With respect to the particular referents cited in the Final Rejection, these 
^ferences do .otrcndortheclaimedinvention Obvious. For cample. Chang is directed 
to floppy disks. It is not obvious or even logical to think that a floppy disk has an edge 
lift height of less than about 8 ^ a surface roughness of less than about lOA, and an axial 
displacement peak of less than about 500 ,x under shock or vibration excitation, for 
example. By its very namre. a floppy disk is flexible; le., floppy. It would not and does 
not need to meet the Hmimtions of the claims of the Present AppUcadon and it is not 
possible to "optimize" it to meet such Umitalions without wholly discarding it and 
replacing it with the media taught in the present application. 

13. With Inspect to Landin et al.. JP '921 (abstract only). Uzzaii. and Wu et 
al., the Examiner seems to recognize that the claimed Umitations in the Present 
Application aie not inherent, i.e.. are not necessarily present "in the instance that the 
claimed property limitations would not necessarily have been present. . . it would have 
been obvious to one having ordinary skill in the art to have minimized the cause effective 
variables. . ,". It is cornxt that the claimed elements of the Present Application are not 
necessarily present in these references, m Umitations set forth in the references can 
readily be attained without meeting the limitations of die claims of the Present 
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Application. In other words, thm testing, experimenis. and/or modeUng performed 
during the development of the claimed media, disks having the parameters described in 
these references were reviewed for their properties. THese disks failed to meet the 
claimed limitations. 

14. In hindsight (i .e., with the teaching and knowledge imparted by the 
Present Application). Landin et al.. JP '921 (abstract only), Lazzari. and Wu et aL can be 
altered to meet the teachings of the Present Application. However, there is no teaching or 
motivation in these references to any such modification and the claimed limitations do 
not necessarily flow from the references' teachings. There is no enablement in these 
applications on how to meet the claim limitations or mention of their existence or 
importance. At a minimum, none of these references even mention: edge Uft. moment of 
inertia, tilt (radial or tangential), moisture content, specific gravity, or modal frequency. 
These are variables identified and claimed in the Present Application. They are non- 
obvious and not mere optimi:^ations. 

15. Many characteristics, and in particular the combination of characteristics, 
set forth in the Patent Application are not identified or addressed in any of Landin et al.. 
JP '921 (abstract only), Lazzari, and Wu et al.. Recitation of multiple references that all 
fail to teach the claimed ranges and even to identify the claimed properties is evidence of 
the non-obviousness of the present claims' and the advance that applicants have provided 
to the field of storage media. The Patent Application identifies a unique product that 
meets certain characteristics, thereby allowing it to attain high capacity while being mass 
producible. 
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16. I further declare that all statements and Tepresentations made herein of my 
own knowledge are true and that all statements made on information and belief are 
beUeved to be trae; and further that these statements and representations were made with 
the knowledge that willful false statements and ti:e Uke so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and thai 
such willful false statements may jeopardize the validity of the application or any patent 
issued therefrom. 




Dated 



Thomas P. Feist 
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